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Double Patenting 

1. Claims 18,19,22-27 of this application conflict with claims 1-9 of Application No. 
09/779,147 (i.e. US 2003/0110248 A1). 37 CFR 1.78(b) provides that when two or 
more applications filed by the same applicant contain conflicting claims, elimination of 
such claims from all but one application may be required in the absence of good and 
sufficient reason for their retention during pendency in more than one application. 
Applicant is required to either cancel the conflicting claims from all but one application 
or maintain a clear line of demarcation between the applications. See MPEP § 822. 

2. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

3. Claims 18,19,22-27 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 1-9 of copending Application No. 09/779,147 (i.e. 
US 2003/01 1 0248 A1 ). This is a provisional double patenting rejection since the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
applicant's admitted prior art discussion of pages 3-5. 

The admitted prior art discussion relied upon is repeated below: 

[0004] Distributed computer networks with de-centralized software environments 
are increasingly popular designs for network computing. In such distributed 
computer networks, a copy of a software program (i.e., an application package 
such as Netscape.TM., Star 'office. TM. } and the like) is distributed over a data 
communications network by a master or central network device for installation 
on client network devices that request or require the particular application 
package. The master network device may be a server or a computer device or 
system that maintains current versions and copies of applications run within 
the distributed computer network. 

[ 0005] When an application is updated with a new version or with patches to 
correct identified bugs, the master server functions to distribute updated 
application packages through one or more intermediate distribution servers and 
over the communications network to the appropriate client network devices, 
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i.e., the devices utilizing the updated application. The client network device 
may be an end user device, such as a personal computer, computer workstation, 
or any electronic computing device, or be an end user server that shares the 
application with a smaller, more manageable number of the end user devices 
within the distributed computer network. In this manner, the distributed 
computer network provides stand-alone functionality at the end user device and 
makes it more likely that a single failure within the network will not cripple 
or shut down the entire network (as is often the case in a centralized 
environment when the central server fails). 

[ 0006] While these distributed computer networks provide many operating 
advantages, servicing and correcting distribution to these client network 
devices during software installation and operation are often complicated and 
costly tasks. Correcting a failed distribution typically requires the 
redistribution of the package to each of the devices that did not receive the 
package, e.g., all devices downstream in the network from an affected or 
faulting device or server. To be effective, the redistribution preferably 
issues the redistribution command to assure use of the same installation 
parameters (i.e., the distribution command strings), the same distribution 
list, and the same packages. 

[0007] However, servicing the network prior to redistribution and replicating 
the distribution process has been problematic and costly due to several 
factors. The networks often include large numbers of client network devices, 
such as intermediate distribution servers, end user servers, and end user 
devices upon which applications must be installed and which must be accessed 
and serviced when distribution problems occur. Additionally, the client 
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network devices may be located nearly anywhere as the use of the Internet as 
the distribution path enables application packages to be rapidly and easily 
distributed worldwide. The master server is typically located in a geographic 
location that is remote from the intermediate distribution servers and client 
network devices, which further complicates servicing of the devices as repair 
and redistribution personnel need to be deployed at or near the location of the 
failing device such as from a regional or onsite service center. Efforts have 
been made to facilitate effective application package distribution and 
installation in numerous and remotely-located client network devices (see, for 
example, U.S. Pat. No. 6,031,533 to Peddada et al.). However, existing 
software distribution systems do not meet the industry need for effective 
package redistribution and servicing of network devices prior to 
redistribution. 



[0008] Generally, during operation of a distributed computer network, a master 
server executing a distribution tool operates to distribute an application 
package over the communications network through intermediate distribution 
servers to a number of remote end user servers and end user devices. The 
receiving devices may be listed as entries in a network distribution database 
which includes a delivery address (e.g., domain and/or other information 
suiting the particular communications network), a client node network name, 
package usage data (e.g., which packages are used or served from that client 
network device), and other useful package distribution information. A 
distribution list is created for a particular application, and the distribution 
tool uses the list as it transmits copies of the application package to the 
intermediate distribution servers for final distribution to the appropriate end 
user servers and end user devices for installation. 
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f 0009] If delivery fails, the affected or upstream client network devices or 
intermediate servers transmit error messages back to the distribution tool In 
a relatively large network, the distribution tool may receive hundreds, 
thousands, or more error messages upon the distribution of a single application 
package. In many distributed computer networks, a service desk device or 
service center (e.g., a computer system or a server operated by one or more 
operators that form a service team) is provided to respond to software 
installation problems by issuing service requests and performing the steps 
necessary to redistribute the software packages. In these networks, the 
distribution tool gathers all of the error messages and transmits them to the 
service desk as error alerts. For example, the distribution tool may send 
e-mail messages corresponding to each error message to the e-mail address of 
the service desk to act on the faults, errors, and failures in the network. 

[ 0010] The operator (s) of the service desk must then manually process each 
e-mail to determine if service of the network or client network devices is 
required, which service group is responsible for the affected' device, and what 
information is required by the service department to locate the device and 
address the problem. If deemed appropriate by the operator, the service desk 
operator manually creates (by filling in appropriate fields and the like) and 
transmits an electronic service request, i.e., service job ticket, to a 
selected service group to initiate service. The receiving service group then 
processes the job ticket to assign appropriate personnel to fix the software or 
hardware problem in the network device. 

[0011] To redistribute the failed packages, the operator then typically has to 
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first determine all distributions that failed during the time the affected 
devices, such as an intermediate distribution server, were down or inoperable 
for software package distribution. To perform this determination, the operator 
may have to access the distribution logfiles of the master device and/or 
interface with the distribution tool with the identified time period. The 
operator then manually re stages each of the failed distributions by going to 
the physical location of the intermediate distribution server and accessing 
data in a distribution logfile stored on the server. The distribution data 
includes the names or identifications for the packages included in the failed 
distributions for dates in the identified time period and, significantly, the 
distribution command strings which provide the original parameters (such as a 
command to replace the existing software with the distributed software) used in 
the failed distribution. Access to the intermediate distribution server is 
often obtained through a user interface (such as a graphical user interface). 



As seen above, the method set forth as admitted prior art by applicant is a manual 
method that relies upon the affected client network device transmits error messages 
back to the distribution tool, wherein the error messages reflect a failed distribution 
attempt, with a master device/server, intermediate devices and software packages 
[0004-8]. Thus the error messages help the operator of the manual method identify the 
failed intermediate device. Likewise, the distribution job that failed is identified at 
[0009], so that the operator can go to the master logfile and failed server distribution 
logfile [001 1] to then manually recreate the failed distribution from the original 
commands via the manual restaging, which is the claimed redistribution. The user 
interface is in [001 1], with an implicit approval built in to the restaging, as a restaging 
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requires the implicit approval of the operator performing such. The restaging is based 
upon a manual parsing of the error messages, as well as a manual review of the 
logfiles. Obviously, a successful restaging requires the updating of failed indications, as 
it would make no sense to an operator of ordinary skill in the art to successfully stage a 
restaging and leave indications of the failed distribution in place, as the whole point of 
the restaging is to correct the failed distribution and any indications thereof. The 
restaging includes review of the logfiles so that the redistribution list is accurate for the 
desired recipient network devices. It is to be noted that claim 10 does not include any 
automatic operations, thus the actions of the prior art manual restaging render the 
claimed redistribution tool as obvious, as the claimed recitations are merely a cataloging 
of the admitted prior art manual activities. As set forth above, the graphical user's 
interface is a part of the redistribution tool, and is used to access the intermediate 
device. 

As far as the mere automating of the above admitted prior art manual activity, the 
examiner relies upon the following portion of the MPEP, section 2100: 

///. AUTOMATING A MANUAL ACTIVITY 

In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) (Appellant argued 
that claims to a permanent mold casting apparatus for molding trunk pistons were 
allowable over the prior art because the claimed invention combined "old permanent- 
mold structures together with a timer and solenoid which automatically actuates the 
known pressure valve system to release the inner core after a predetermined time has 
elapsed. " The court held that broadly providing an automatic or mechanical means to 
replace a manual activity which accomplished the same result is not sufficient to 
distinguish over the prior art.). 
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Thus, as far as claim 4 is concerned, the admitted prior art manual activity requires 
accessing the failed device to perform the redistribution via the graphical user's 
interface. Therefore to broadly (as the claim merely broadly recites an automation at 
the affected device) automate a redistribution tool at the affected device reflects the 
above Venner, in that the manual activity has been replaced by an automatic means in 
the form of the redistribution tool at the affected device. In fact, the claim does not 
preclude a partial automation of the redistribution to include an automation of the 
redistribution commands under operator control. Thus per claim 5, the operator can call 
such an automated tool at the affected device, as in the prior art manual method manual 
restaging [001 1]. Accessing the graphical user's interface involves at least a portion of 
the network to the extent claimed. Thus the claim 6 step is rendered obvious, again by 
the automation at the affected device, wherein the automation requires, at least to the 
extent claimed, a distribution manager, as the prior art manual method requires a 
distribution manager function to perform the redistribution. The same rationale applies 
to an automation of the manual searching of the logfiles. The same rationale also 
applies to an automation of the building of a job ticket, as the manual prior art method 
requires the manual creation of such [0010], as the claimed method of 15 has not 
automated the problem correction, as such has been accomplished as in the prior art 
manual method. As discussed above, the manual method requires at least an implicit 
approval of the operator, and to automate such to display and query the redistribution 
commands, falls under obvious subject matter using the Venner rationale of the broadly 
claimed automation of a well known prior art manual activity. Thus the claims only 
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require an automation of the redistribution commands, as manual input is still claimed 
regarding the approval and issuance of the redistribution (claim 17). Turning to claims 
18-27, again the manual prior art method is relied upon for an obviousness type 
rejection. For example, the manual method does have the automatic generation of e- 
mail error messages sent to the service desk operator(s) for use in the manual creation 
of the job tickets. Obviously, the service desk operator(s) uses the alerts to identify a 
failure type, to manually create a job ticket. As the whole purpose of manual job ticket 
creation is to track errors by incremented job ticket numbers, it is obvious that the 
various alerts are tracked by value, and when this value exceeds some predetermined 
threshold (which can be a single alert, as a threshold of "1" is met by the prior art and 
not excluded by the'claim language), then the job ticket is created to initiate corrective 
measures. In fact, claim 18 requires no automation whatsoever. As far as stored in 
memory is concerned, the claims do not require that the memory be computer based, 
and as such, the memory of the service desk operators meets what is claimed. As far 
as the varied thresholds are concerned, such is obvious based upon information gained 
by the service desk in historic operations, as operations at a service desk involve the 
use of historical data when it comes to determining what constitutes errors that need 
correction via job tickets. Obviously, a known down intermediate device [001 1] is 
indicative of being on an outage list, and an outage list is the type of information used at 
the service desk when determining if an error based job ticket is needed. Obviously, job 
tickets will not be issued for devices already known to be down. Obviously, error 
tracking via the job tickets results in files being created based upon the [0009] "of the 
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service desk to act on the faults, errors, and failures in the network." And the [0010] 
"what information is required by the service department to locate the device and 
address the problem." Network operations involves the use of stored locations 
representing the various network devices, and to update stored locations based upon 
received alerts is obvious subject matter falling under the [0009] "of the service desk to 
act on the faults, errors, and failures in the network." The manual method involves the 
correct selection of the appropriate maintenance center, i.e. the selected service group 
of [001 0]. Finally, the job ticket is an electronic service request transmitted to a service 
group, which obviously entails an e-mail in the broadest reasonable sense. As is known 
in the use of e-mails, various status tracking options can be selected to ensure delivery 
to the selected service group. Obviously, a failed e-mail delivery will be retransmitted, 
as failure to do so is not in keeping with proper service desk "to act on the faults, errors, 
and failures in the network." [0009]. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited art sets forth the copending published application, the 
published instant application, and state of the art disclosures regarding software 
distribution, redistribution, and error message/alert handling and job ticket creation. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fritz M Fleming whose telephone number is 703-308- 
1483. The examiner can normally be reached on 9-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Gaffin can be reached on 703-308-1483. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). nr r\f] 
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